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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

. Extensions of time may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

!)□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)KI This action is non-final. 

3)n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 


is/are withdrawn from consideration. 
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?)□ Claim(s) is/are objected to. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 2, 4, 5, 8 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Phillip DE 3125268 Al. 

Phillip discloses a prosthesis comprising an anchoring part (1) having an external 
prosthesis (26), a stem (2) and a head (4) having a width that exceeds the width of the patient's 
stump. The head is capable of having a local expansion at the patient's amputated limb end. 
Finally, the socket of the prosthesis (26) is capable of having an internal shaping adapted to the 
local expansion. 

Regarding the local expansion at the amputated limb and the internal shaping of the 
prosthesis, claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than function. In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA1959). 
''[A]pparatus claims cover what a device is, not what a device does'' Hewlett-Packard Co. v, 
Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 
1528 (Fed. Cir. 1990). 

In order to be given patentable weight, a functional recitation must be supported by 
recitation in the claim of sufficient structure to warrant the presence of the functional language. 
In re Fuller, 1929 CD. 172; 388 0,G. 279, Expressions relating the apparatus to contents 
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thereof during an intended operation are of no significance in determining patentability of the 
apparatus claim. Ex parte Thibault, 164 USPQ 666, 667 (Bd. App. 1969). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 3, 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Phillip 
DE 3125268 Al in view of Nemoshkalov US Patent 5,041,137. 

Phillip discloses the invention substantially as claimed. However, Phillip does not 
disclose a stem having at least one longitudinal groove. 

Nemoshkalov teaches an implant having an anchoring part with a stem and a head. The 
stem comprises at least one longitudinal groove (see Fig. 4) for the purpose of attaching the 
implant to the patient's marrowbone. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the Phillip reference with the longitudinal groove of the 
Nemoshkaloz reference in order to attach the implant into the patient's marrowbone. 

Regarding claims 6 and 7, at the time the invention was made, it would have been an 
obvious matter of design choice to a person of ordinary skill in the art to modify the shape of the 
Phillip reference with the T-shape of the Applicant's invention because Applicant has not 
disclosed that by having a T-shaped end provides an advantage, is used for a particular purpose, 
or solves a stated problem. One of ordinary skill in the art, furthermore, would have expected 


Application/Control Number: 10/500,927 


Page 4 


Art Unit: 3738 

Applicant's invention to perform equally well with the rounded shape of the Phillip reference 
because it would perform equally as well. 

Therefore, it would have been an obvious matter of design choice to modify the phillip 
reference to obtain the invention as specified in claim 1. 


Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alvin J. Stewart whose telephone number is 571-272-4760. The 
examiner can normally be reached on Monday-Friday 7:00AM-5:30PM(1 Friday B-week off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on 571-272-4754. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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